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DETAILED ACTION 

Claim Objections 

Claim 43 objected to under 37 CFR 1 .75 as being a substantial duplicate of claim 
36. When two claims in an application are duplicates or else are so close in content 
that they both cover the same thing, despite a slight difference in wording, it is proper 
after allowing one claim to object to the other as being a substantial duplicate of the 
allowed claim. See MPEP § 706.03(k). For the purposes of examination, claims 43 has 
been understood to depend on claim 42. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 32-54 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al. (JP 2000-256529) in view of Sliwinski et al. (US 6,454,848). 

Considering Claims 32-37, 42-44, 49-53 : Matsumoto et al. teaches a light- 
resistant rubber-reinforced styrenic resin composition comprising 100 parts by weight of 
a dienic rubber-reinforced styrenic resin and 4 to 20 parts by weight of a pigment (Abs). 
The resin is prepared by grafting styrene onto polybutadiene (Abs). Matsumoto teaches 
using 27 wt% of the rubber polymer (Abs). 
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Matsumoto does not teach the inorganic pigment being an oxide containing at 
least two elements selected from the group consisting of Fe, Cr, and Mn and having an 
infrared-reflecting property. However, Sliwinski et al. teaches inorganic pigments 
including a host component and guest component comprising one or more elements 
from the group consisting of aluminum boron, chrome, cobalt, iron, manganese, nickel, 
tin, and zinc (Abs). Solid solutions are formed by mixing metal oxides which contain the 
host and guest components (Abs). When multiple guest components are used, a 
representative ratio is 0.94:3.35:0.83 (5:40-45). Example 1 teaches a Cr/Fe pigment 
(5:40-45) and Example 8 teaches a Cr/Mn pigment (6:25-30). Sliwinski also teaches 
that one would reasonably expect that since iron and chrome have similar lattice 
constants, they would be interchangeable (4:20-35). Therefore, Sliwinski also teaches a 
Fe/Mn pigment. Matsumoto also teaches using 6 parts by weight of titanium oxide, a 
white (inorganic) pigment (Abs). 

Matsumoto and Sliwinski are analogous art because they are concerned with the 
same technical difficulty, namely IR-reflective pigments. At the time of the invention a 
person of ordinary skill in the art would have found it obvious to have used the 
pigments, as taught by Sliwinski, in the invention of Matsumoto, to impart near infrared 
reflectance, resulting in lower heat build-up (2:55-60 of Sliwinski). 

Matsumoto does not teach the claimed temperature rise. While all of the claimed 
effects or physical properties are not positively stated by the reference(s), the 
references, when taken together, teaches all of the claimed ingredients. Therefore, the 
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claimed effects and physical properties, i.e. a temperature rise of not less than 50°C 
would implicitly be achieved by a composite with all the claimed ingredients. 

Matsumoto does not teach the claimed L values of the pigments. While all of the 
claimed effects or physical properties are not positively stated by the reference(s), the 
references, when taken together, teaches all of the claimed ingredients. Therefore, the 
claimed effects and physical properties, i.e. an L value of less than 40 would implicitly 
be achieved by a composite with all the claimed ingredients. 

Matsumoto does not teach the claimed L value of the molded product. While all 
of the claimed effects or physical properties are not positively stated by the reference(s), 
the references, when taken together, teaches all of the claimed ingredients. Therefore, 
the claimed effects and physical properties, i.e. an L value of not more than 40 and 
maximum reflectance of not less than 15% would implicitly be achieved by a composite 
with all the claimed ingredients. 

Considering Claims 38-39, 45-46 : Matsumoto does not teach the inorganic 
pigment [C] being a green-based pigment and a white and blue-based pigment. 
However, it is submitted that changing pigment colors is common practice. At the time 
of the invention a person of ordinary skill in the art would have found it obvious to have 
used green or white and blue-based pigments, to impart color to the final product. 

Considering Claims 40, 47 : Matsumoto does not teach the claimed maximum 
reflectance. While all of the claimed effects or physical properties are not positively 
stated by the reference(s), the references, when taken together, teaches all of the 
claimed ingredients. Therefore, the claimed effects and physical properties, i.e. a 
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maximum reflectance of not less than 15% would implicitly be achieved by a composite 
with all the claimed ingredients. 

Considering Claims 41, 48 54 : Matsumoto teaches the composition useful as a 
molding material (Abs). 

Response to Arguments 

Applicant's arguments filed 2/19/09 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). In the instant case, both references deal with IR refractive pigments, and 
Sliwinski gives motivation to include these pigments into polymers (2:50-60). 
Furthremore, the knowledge was within the level of ordinary skill at the time the claimed 
invention was made. 

In response to applicant's arguments that Matsumoto does not teach the 
pigments being IR refractive, while Matsumoto does not state that they are IR refractive, 
the pigments do have IR refractive qualities. For example, Matsumoto teaches using 
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chrome oxide fl|0021), which, according to the charts in Sliwinski, contains an IR 
refractive quality. Furthermore, from the charts, it is clear that Sliwinski's pigments 
contain better IR refractive properties, which would lead the skilled artisan to choose 
those pigments over those taught in Matsumoto, in order to lower heat build-up in the 
final product (2:55-57 of Sliwinski). 

In response to applicant's arguments that the claimed effects and physical 
properties would not be implicitly achieved, a chemical composition and its properties 
are inseparable. MPEP 2112.01. While it has been shown in the comparative examples 
that the amount of pigment can have an effect on the temperature rise and L value, the 
amount of pigment has not been claimed, and it can be assumed that given the claimed 
composition, all possible variants within the claimed limitations would arrive at the 
claimed properties. Additionally, as both temperature rise and L value vary given the 
amount of pigment, the experimental modification of this prior art in order to ascertain 
optimum operating conditions fails to render applicants' claims patentable in the 
absence of unexpected results. MPEP 2144.05. Modifying the amount of pigment will 
allow the skilled artisan to tailor the invention to the particular desired function and 
aesthetics, thus arriving at the claimed L value and temperature rise. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NOAH FRANK whose telephone number is (571)270- 
3667. The examiner can normally be reached on M-F 9-5 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NF /Harold Y Pyon/ 

4-6-09 Supervisory Patent Examiner, Art 

Unit 1796 



